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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 01 November 2004 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 99-102 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 99-102 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The Amendment filed November 1, 2004 in response to the Office Action of March 31, 
2004 is acknowledged and has been entered. Claims 99-102 are pending and are currently being 
examined. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office Action. 

Claim Rejections - 35 USC § 101 and 35 USC § 112 
The rejection of claims 99-102 under 35 U.S.C. 101 is maintained for reasons of record. 
The claims are rejected under of under 35 U.S.C. 101 because the claimed invention is not 
supported by either a specific and substantial asserted utility or a well established utility. 
Applicant's arguments have been fully considered but are not found to be persuasive. 
Applicant's main argument is that the sequences would be useful as pharmacological tools. 
Applicants have provided a 35 USC 1.132 Declaration by Charles Zucker, Ph.D., the declaration 
has not been found convincing. The declaration states that TCP#2 is expressed in taste buds of 
the tongue and that the TCP#2 molecule could be useful as a marker for specific taste bud cells 
and for generating topographic maps. The declaration has not been found convincing for the 
following reasons: (1) that the declaration is made by an interested party and (2) the declaration 
merely provides an opinion, which is of little probative value. 

In regard to the lack of utility, it is noted that each nucleic acid sequence has certain 
inherent properties such as its sequence and its expression pattern. These are biological 
characteristics of a given nucleic acid. The elucidation of an inherent property of a given nucleic 
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acid without some indication as to how use this particular property would be of little use. The 
argument that the nucleic acid can be used to make topographic maps is of little value if the 
artisan would not know what to do with the information obtained without having to undergo 
further testing. 

The rejection of claims 99-102 under 35 U.S.C. 1 12, first paragraph, is maintained for 
reasons of record. Applicant's arguments have been fully considered but are not deemed 
persuasive. Applicants arguments are directed to a how to use the nucleic acid, for example as 
screening tools (hybridization) to map expression patters in cells. These compounds are defined 
only by their function of hybridizing to the nucleic acid of TCP#2 indicating that they may be 
related to TCP#2. The relationship between the structural features of members of the genus 
(those nucleic acids that hybridize with the nucleic acid construct of TCP#2) and said function 
has not been defined, since the utility of TCP#2 has not been defined. In the absence of such a 
relationship either disclosed in the as filed application or which would have been recognized 
based upon information readily available to one skilled in the art, the skilled artisan would not 
know how to make and use compounds that lack structural definition. The fact that one could 
have assayed a compound or find similar compounds of interest using the claimed nucleic acid 
molecule does not overcome this defect since one would have no knowledge beforehand as to 
whether or not any given compound would fall within the scope of what is claimed. For 
example, the Federal Circuit noted, t! [o]bviously, if a claimed invention does not have utility, the 
specification cannot enable one to use it." In re Brana, 51 F.3d 1560, 34 USPQ2d 1436 (Fed. 
Cir. 1995). Since there is no specific utility associated with TCP-#2 one of skill in the art would 
not know how to use the invention without undue experimentation. 
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Conclusion 



No claims are allowed. 

SEQ ID NO: 3, 4, 12 and 13 are apparently free of the prior art. 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 
(November 15, 1989). The Group 1600 Official Fax number is: (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Tech Center representative whose telephone number is (571)-272-1600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http ://pair-direct .uspto. gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ulrike Winkler, Ph.D. whose telephone number is 571-272-0912. 
The examiner can normally be reached M-F, 8:30 am - 5 pm. The examiner can also be reached 
via email [ulrike.winkler@uspto.gov]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel, can be reached at 571-272-0902. 




ULRIKE WINKLER, PH.D. 




